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IN THE 

United States Court of Appeals 

District of Columbia. 


No. 8981. 


ISIDORE H. BESSER, Appellant, 

V. 

CONWAY P. COE, Commissioner of Patents of the 
United States, Appellee. 


BRIEF FOR APPELLANT. 


Appeal from the District Court of the United States for the 

District of Columbia. 


JURISDICTIONAL STATEMENT. 

This is an appeal from the judgment of the United States 
District Court for the District of Columbia in favor of de- 
endant in a civil action brought under R. S. 4915 against 
the Commissioner of Patents because of his refusal to grant 
patent protection for the invention of improvements in 
Bank Payroll Checks or Drafts of Isidore H. Besser de- 
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scribed in an application jfiled by him on October 13, 1941, 
under Serial No. 414,812. 

The depositions of three witnesses were taken, and two 
witnesses were examined in open court on October 24,1944. 
The judgment dismissing the complaint was entered De¬ 
cember 4,1944. 

STATEMENT OF THE CASE. 

The Problem Which Applicajit Besser Has Solved. 

The industrial growth of the country has revolutionized 
many banking practices. Payrolls are no longer paid in 
cash. Corporations are largely owned by stockholders in 
all parts of the country, having no direct relationship to 
the management except as stockholders receiving dividends. 

The increased use of checks for payrolls, dividends, al¬ 
lotment checks, pensions and the like has likewise brought 
serious problems. It is estimated that losses thereon, in 
money alone, to say nothing of the inconvenience of delay, 
now runs in the neighborhood of $300,000,000.00 annually. 
Gangs of mailbox robbers have been organized, and thiev¬ 
ery and even murder have accompanied the activities of 
those seeking to take advantage of the present method of 
making disbursements. Rackets of various kinds have been 
developed to take advantage of the present method of cash¬ 
ing checks. Thievery in disbursing offices, concealment of 
the death of payees, and forgery of signatures of payees 
have become rampant. Schemes are in common use where¬ 
by groups of employes exchange their checks, cash them 
and then seek additional payment on the ground that the 
signature is forged by the exchangee. The F. B. I. has de¬ 
voted considerable attention to the correction of these prac¬ 
tices, and the banking industry has been working for years 
to solve the problem, which has continued to steadily grow 
worse. 
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The Invention Here Involved. 

I 

Plaintiff, for some thirty years cashier in the office of thej 
Treasurer of Cook County and a former banker, conceive<^ 
the idea of securing a bona fide facsimile signature of the 
payee, whether it be an employe, a receiver of dividends,, 
allotments, pension checks or the like, then mechanically re¬ 
producing such facsimile signature on a plate. Most large; 
companies and the Government when issuing regular sal-; 
ary, dividend, allotment or pension checks periodically have, 
a plate made which contains the name of the payee and the, 
amount of the check. To this plate applicant has added the 
facsimile signature, thus providing that the facsimile sig-, 
nature is placed on the check at the same time that the ! 
other important data is placed on the check. Moreover, ■ 
applicant so placed the facsimile signature that it could be , 
made on one plate with all of the information contained by 
the plate printed on one face of the check with the facsimile ^ 
reproduction of the signature placed at one end of the face ! 
of the check, so that by bending the check either forward 
or backward about the middle, the facsimile signature could 
instantly be compared with the written signature of the 
payee made at the time that the payee presents the check 
to the teller for payment, and which written signature is 
placed on the side of the check opposite the facsimile sig¬ 
nature. I 

This concept is radically new, is entirely different from ; 
anything in the art, and bankers and others who have ob- ! 
served it in use are enthusiastic about its possibilities, which ! 
largely eliminate the terrific financial loss suffered annu- ! 
ally, while at the same time the check provides ready iden¬ 
tification for the payee and saves his time as well as that 
of the bank cashing the check. 

The Proceedings in the Patent Office. 

The Patent Office rejected the claims as unpatentable 
over a single patent cited as a prior reference, to-wit, the 
patent to Patton No. 1,367,754, and by treating the subject 
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matter as merely a different arrangement of printing. In 
the action of July 31, 1942, the Patent Office stated: 

“When the check of the Patton reference is delivered 
to the payee, it will bear all the printed matter of ap¬ 
plicant ’s check at the time of delivery to the payee. ’ ^ 

The Board of Appeals affirmed the action of the Patent 
Office in finally rejecting the claims. 

The Patton Patent Being the Sole Prior Eeference is En¬ 
tirely Different From What the Patent Office Said It 
was, Does Not Anticipate and Does Not Negative Inven¬ 
tion Here. 

It will be instantly seen by comparison with plaintiff’s 
application or the checks Plaintiff’s Exhibits 1, 2 and 5 
made under plaintiff’s invention, and the Patton patent. 
Plaintiff’s Exhibit 3, that the Patent Office was wrong in 
its understanding of the Patton patent. The statement of 
the Patent Office that— 

“WTien the check of the Patton reference is delivered 
to the payee, it will bear all the printed matter of ap¬ 
plicant’s check at the time of delivery to the payee”* 

is not borne out by the record. The Patton check has 
nothing of printed matter either in the way of the name 
of the payee, the amount or the facsimile signature of the 
payee. It is simply a form of check with a space for the 
signature of the payee. There is nothing in the drawings, 
specifications or claims requiring the signature of the payee 
which can be compared with the written endorsement at 
the time the check is presented for payment. In other 
words, the Patton reference, first, contains no means for 
the imprinting of a facsimile signature at all; and secondly, 
it provides no means for the securing of a bona fide signa¬ 
ture of the payee. 

* This statement is repeated in the statement of the Examiner before the 
Board of ApiJeals. 
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First: It makes no provision against the stealing of' 
checks in the disbursing ofl&ce because there is no sig-i 
nature, facsimile or otherwise, of the payee, whereas , 
the facsimile signature in applicant’s device is me- ■ 
chanically impressed at the time the check is made. ; 

Second: The Patton reference makes no adequate pro -1 
vision for any facsimile signature. 

The Government, for instance, in issuing millions of al- ’ 
lotment and pension checks could not call in the party to 
have him identify himself and then write in his signature 
on the face of the check, but instead must necessarily for¬ 
ward these checks to all parts of the country. 

Bankers have testified that the Patton check is unwork¬ 
able, has never been used so far as they are aware, and the 
record fully shows that it would take more time to bring 
the payee in to sign the check than it would be to pay in 
cash. For instance, in Cook County alone, where six thou¬ 
sand employes are involved, it would take at least two 
weeks every payday to hand out checks and watch the men 
sign them (App. p. 21). It would take years for the Gov¬ 
ernment to have such checks signed for each month’s issu¬ 
ance of checks. 

The answer admits that so far as the record shows plain¬ 
tiff is the first to print mechanically on a check the fac¬ 
simile signature of the payee, and also admits that as de¬ 
scribed in the plaintiff’s application and shown in the draw¬ 
ings— 

“The facsimile signature is impressed on the paper in 
such a manner that the impress is carried through to 
the obverse side.” 

These admissions demonstrate three points: 

First: That the Patton check is in no sense the equiva¬ 
lent of applicant’s check because the Patton check when is¬ 
sued contains no facsimile or copy of the signature at all. 
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Second: That applicant's device is not a mere arranging 
of printing but constitutes a positive mutilation of the pa¬ 
per through the mechanically impressed facsimile to such • 
an extent as to be observable on the opposite side. 

Third: That the impression of the facsimile signature 
radically distinguishes from the provision of a blank space 
as in Patton, or even the writing in of a signature by the 
payee. 

It is true that various statements may be printed with¬ 
out changing the character of the document, but a fac¬ 
simile signature carries with it the authenticity of the sig¬ 
nature, which is recognized in all documents as changing 
the character of the document. A deed with no signature 
is no deed at all. The addition of a facsimile signature is 
not merely an addition—it is a fundamental change in the 
entire character of the document. 

There are other differences between the Patton check 
and applicant’s check which are too numerous to mention. 
The testimony shows that the Patton check would be a boon 
to forgers because they could accomplish the deception so 
much more easily by writing any signature so long as they 
used the letters of the name of the payee, whereas in appli¬ 
cant’s structure it is necessary in attempting a forgery to 
carry a mental picture of the signature on the obverse side 
of the check, and reproduce it by memory. Not more than 
six forgers in the entire country are capable of doing this. 

The Testimony. 

Walter J. Cummings, Chairman of the Board of Con¬ 
tinental Illinois Trust Company, testified that he had exam¬ 
ined checks (Plaintiff’s Exhibits 1 and 2) made in accord¬ 
ance with plaintiff’s invention which had been duly paid 
through the Chicago Clearing House through his bank. He 
testified: 

great necessity exists to facilitate payments to 
large numbers of individuals by check instead of cash; 
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and to afford the maximum amount of protection to 
both the maker, the casher and the public, whether pay¬ 
roll, dividend, Government allotment or pension checks 
are used. These checks should be completed as to all 
protective features before delivery to the payee, and 
this can be accomplished with practical certainty only 
by mechanically placing the protective facsimile signa¬ 
ture of the payee on the face of the check at the same 
time that the payee’s name and the amount of the 
check are placed thereon, and such facsimile signature 
should be impressed upon the check by such means that 
it cannot be erased or changed. It should be impressed 
so heavily as to make the signature legible on the oyj- 
posite side, or by perforation. In either event, the 
check is mutilated to that extent.” 

Mr. Cummings further stated: 

“I believe that such a check will do much toward elim¬ 
inating the stealing of checks, forgery and the like, and 
will result in greater savings to the organizations, both 
in time and money, and will result in material benefit 
to the public.” 

These conclusions were supported also by the testimony 
of Charles M. Nelson, Vice President and Cashier of the 
Northern Trust Company. He testified that never in his 
professional experience had he seen any check having the 
provisions of applicant’s check. He stated; 

“I like the invention as an outstanding facility to as¬ 
sist in the cashing of checks with maximum protection 
to everyone concerned, and therefore, a splendid con¬ 
tribution to the field of finance, particularly as it facili¬ 
tates the transfer of small sums of money with 
safety.” 

Rudolph S. Salmon after relating the tremendous losses 
amounting to hundreds of millions of dollars annually 
stated: 

“It is my opinion that the use of an impressed fac¬ 
simile payee signature upon the face of the instrument. 


8 


as appears in the Besser checks, would greatly reduce 
the number of successful forgeries” 

and that- 

“The safeguards of a check of the application in suit 
would make it highly improbable that the payee’s sig¬ 
nature could be forged.” 

The testimony of Lieutenant Colonel Carl Z. Meyer and 
applicant, Isidore H. Besser, was taken in open court. 

Lieutenant Colonel Meyer is deputy chief of the fiscal 
branch of the OfiSce of Chief of Ordnance United States 
Army, and in civilian life w’as comptroller of the First Na¬ 
tional Bank of Chicago. He testified that applicant’s de¬ 
vice would accelerate the payment of checks. His testimony 
concerning the sole prior art reference is interesting in that 
he had never seen a check made according to the Patton 
patent and stated: 

“It has been my experience over a period of years, that 
a manual signature of that kind (like that suggested in 
the Patton patent) hindered rather than helped a pay¬ 
ing teller in paying a check.” 

The applicant’s testimony includes his definition of “im¬ 
print” as used in the claims in view of the specifications 
and drawings. He stated: 

“I would say that imprint is ‘indelibly impressing’ ” 
(App. p. 22). 

Referring to Plaintiff’s Exhibit 5, the witness examined 
this facsimile signature and stated that that was impressed 
according to his definition as he had used it in his claim 
(App. p. 22). If the Patton patent check were stolen from a 
mailbox, it would be a very simple matter for the thief to 
write his name out at his leisure, and then the next day to 
simulate such signature at the bank (App! p. 23), whereas 
in applicant’s check it would be impossible for him to 
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change the signature inasmuch as the facsimile signature 
has been imprinted on the check before it reaches the mails 
(App. p. 23). 

The trial court related incidents which had come before 
him of checks being stolen and the signatures forged, and 
therefore took judicial notice of the existence of such praci 
tice (App. p. 24). Applicant has had considerable experi^ 
ence with checks, and after diligent inquiry was unable to 
learn of a single check used according to the Patton patent 
(App. p. 25). 

The Claims in Suit. 

“Claim 1. A bank check of the class described compris¬ 
ing a printed form of negotiable character and in whichi 
the name of the payee and the amount of the check aroi 
included in the printed body thereof, said check bear-; 
ing an imprinted facsimile signature of the payee ap-i 
plied on the face side and across one end at the time’ 
of making the check, and said check having a desig-' 
nated place for endorsement by the payee on its reverse i 
side at the end opposite the end bearing said facsimile i 
signature, whereby said endorsement and facsimile; 
signature may be directly compared by doubling the , 
check on its face side to juxtapose said endorsement 
and facsimile signature. 

“Claim 2. A bank check of the class described com¬ 
prising a printed form of negotiable character and in ' 
which the name of the payee and the amount of the ' 
check are printed on the body thereof, said check bear- ' 
ing the facsimile signature of the payee printed on the i 
face side and across one end simultaneously with the i 
printing of the said name and amount, and said check i 
having a designated place for endorsement by the '■ 
payee on its reverse side at the end opposite the end ' 
bearing said facsimile signature, whereby said endorse- ! 
ment and facsimile signature may be directly compared ' 
by doubling the check on its face side to juxtapose said ; 
endorsement and facsimile signature. 

“Claim 5. The method of making bank checks which in¬ 
cludes the step of printing the name of the payee and 
the amount of the check on the side of a prepared form 
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by means of a printing plate, and simultaneously print¬ 
ing a facsimile signature of the payee on the same side 
of the check and across one end thereof.” 

AEGUMENT. 

First: The Besser invention fills a long felt want. The 
testimony of authorities in the banking field is that 
it will materially lessen the loss of millions of dollars in the 
forgeries of checks and concomitant crimes of thievery and 
the like which now’ accompany those forgeries. 

Second: It is a practical solution, whereas the Patton 
patent, sole reference cited by the Patent Office, is not. The 
Patton patent has never been used, and is impracticable in 
large organizations. The Government alone issues thirty 
million checks each month. It would be impossible to have 
the payee come in and manually countersign the check be¬ 
fore it is delivered to him, and it would not guard against 
thefts in disbursing offices. On the contrary, it would make 
forger\' easier because it w’ould be sent out with the signa¬ 
ture to be added later if it were used at all, and any thief 
could write a name and then reproduce that name before 
the teller’s window. 

Third: The Besser check is not a mere arrangement of 
printing. The impressing of the facsimile at the time the 
check is m.ade changes the entire document and creates a 
new’ one. Moreover, claim 1 specifically calls for an im¬ 
printed facsimile of the signature, and imprinted as shown 
in the specifications and drawings means that the mechani¬ 
cally impressed facsimile is so imprinted that it changes 
the character of the paper all the way through, including 
the obverse side, so that alteration is practically impossible. 

Law Applicable. 

The Court of Customs and Patent Appeals in the case of 
In Re Shorten, 142 F. (2d) 292, reversed the decision of the 
Board of Appeals which had rejected claims for a patent 



11 


upon the ground of lack of patentability. The Court pointed 
out that the improvement was not one obvious to those 
skilled in the art, and commented that many years had 
passed with no commercial use of the prior art. The same 
situation is present here. None of the banking authorities 
had ever heard of the so-called Patton patent or a checls 
in use embodying the prior art disclosure. ! 

The Court of Appeals for the Sixth Circuit in Cincinnati 
Traction Co. v. Pope, 210 Fed. 443, sustained the Pope pat-| 
ent for a time limit transfer ticket as against the contention; 
that novelty resided in a mere arrangement of the printedj 
text. The Court pointed out that the specifications did noti 
confine the construction to either the style or printed ar-i 
rangement or language, but that required information wasj 
conveyed on the face of the ticket, citing Rcund McNally Co. i 
V. Exchange Scrip-Book Co., 187 Fed. 984, C. C- A. 7, and! 
Benjamin Memi Card Co. v. Rand McNally Co., 210 Fed. i 
285 (N. D. Ill.). The language of Judge Grosscup in the i 
Band McNally case is quoted with approval in the Cincin- i 
nati Traction case- | 

“Nor do we think that this patented concept is nothing ; 
more than a business method. Its use is a part of a 
business method. The ticket patented is not a method ; 
at all but a physical tangible facility, without which 
the method would have been impracticable, and with ; 
which it is practicable.” i 

I 

This Court in the application of Sheffield, 288 Fed. 463, • 
reversed the Patent OflSce. The claim there was for an im- i 
proved method of visually indicating the structure and ' 
meaning of a sentence. The prior art differentiated in 
colors; applicant in different kinds of type. This Court i 
said (p. 464): | 

“In view of the fact that one of these patents is 44 and 
the other 20 years old, and that applicant has made a 
substantial and presumably meritorious contribution to 
the art, we shall follow our rule by resolving any doubt 
in his favor.” 


i 


i 
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The Patent Office itself has frequently issued patents on 
improvements accomplishing far less than has applicant. 
In 1931 the Board of Appeals held that an arrangement of 
numbers on a bank check to be perforated according to the 
amount thereof, having areas of contrasting colors which 
differed but slightly from the references, in a way to make 
alterations easily detected, was patentable. (Shaw Patent 
Quarterly 485) 

In 1938 the Board of Appeals held that where the manip¬ 
ulative mechanism for the characters are indicia in a device 
for determining the genuineness of bank notes may be old, 
the instrument may become new and patentable because of 
a change in indicia and the ability to coordinate the same to 
obtain a new result. (Ruth, 41 XJ. S. P. Q. 581). 

In 1938 the Board of Appeals held that lines for specific 
purposes may be allowed, and that they are not to be held 
mere printed matter as there is clearly dependence between 
the lines and the physical object on which they are ar¬ 
ranged. {Ex parte Sayres, 40 U. S. P. Q. 390) 

The District Court has held that perforations separating 
a price ticket into two parts differed from the prior art in 
that the lines of perforation extended lengthwise of the 
ticket instead of crosswise. Patentability was declared be¬ 
cause of the novel shape of the ticket and the unique rela¬ 
tionship between the indicia and the physical characteris¬ 
tics thereof. {Flood et al v. Coe, 31 F. Supp. 348). The 
Court said (p. 349): 

“By virtue of this unique relationship between the phy¬ 
sical structure and the printed matter great savings 
of time and money are effected by the use of these tags 
in department stores; and as a consequence, the sales 
of these tags have rapidly mounted during the few 
years they have been on the market. 

“This is a new and useful inventive concept and is 
therefore patentable.” (citing cases). 

In 1941 the Board of Appeals sustained a patent for a 
system of notations in detecting forgery, and held that the 
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particular shape of the characters employed by applicant, 
amounted to a patentable difference in design where the 
design is given definite mechanical characteristics, which , 
features have distinctive advantages in detection of forg- , 
ery. These advantages clearly take the case out of that ; 
class of cases covering merely printed matter. {Kerringtonj 
•51U. S.R Q. 235). ' 

The Supreme Court in sustaining the Anthony patent for 
a leakproof dry cell commented on two issues present in ’ 
that case and in the instant case, namely, the failure of the 
prior art to accomplish the purposes of the patent and the 
commercial acceptance of the patented features. The Court 
in Goodyea/r Co. v. Ray-O-Vac Co., 321 U. S. 275, at page 
279, said: 

“Viewed after the event, the means Anthony adopted j 
seem simple and such as should have been obvious to 
those who worked in the field, but this is not enough ! 
to negative invention. During a period of half a cen- ! 
tury, in which the use of flashlight batteries increased i 
enormously, and the manufacturers of flashlight cells 
were conscious of the defects in them, no one devised , 
a method of curing such defects. Once the method 
was discovered it commended itself to the public as 
evidenced by marked commercial success. These fac¬ 
tors were entitled to weight in determining whether the i 
improvement amounted to invention and should, in a 
close case, tip the scales in favor of patentability.’^ 

Applicant’s reliance upon the word “imprint” in the 
claims as interpreted by the drawings and specifications is 
justified. The courts have long recognized that a patentee I 
may be his own lexicographer. {Chicago Wooden Ware Co. 

,v. Miller Ladder Co., 133 Fed. 541, C. C. A. 7) ! 

CONCLUSION. 

Applicant has made a noteworthy contribution and it has 
been acclaimed by banking authorities. By mechanically 
impressing the facsimile signature at the time the check is 
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made, he has made it possible to largely prevent forgery 
and thievery of checks either in disbursing oflSces or in mail 
boxes. The prior art (a single patent) does nothing more 
than leave a blank space for the manual application of the 
signature of the payee. This is utterly impracticable and 
probably explains why the prior art structure has never 
been used. 

The decree of the District Court should be reversed and 
the patent should issue. 

Respectfully submitted, 

John M. Mason, 

841 Munsey Bldg., 

Washington 4, D. C. 

Raij>h M. Snyder, 

Bankers Bldg., 

Chicago 3, Dlinois, 

Attorneys for Appellant, 

Of Counsel: 

ALvson & Hatfield, 

Parkinson & Lane. 
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No. 8981. 


ISIDORE H. BESSER, Appellant, 

V. 

CONWAY P. COE, Commissioner of Patents, Appellee. 

\ 

j 

Appeal from the District Court of the United States 
for the District of Columbia. 


JOINT APPENDIX. 


1 Filed Jan 25 1944 

In the District Court of the United States 
For the District of Columbia 

! 

Civil Action No. 22857 
Isidore H. Besser, Plaintiff, 

Conway P. Coe, Commissioner of Patents of the Unit-ed 
States of America, Defendant. 

Civil Action for Issuance of Patent I 

I 

1. This is a bill in equity filed under the provisions ;of 
Section 4915 of the Revised Statutes of the United Stages 
(United States Code, Title 35, Section 63), to obtain grant 
and issuance of Letters Patent of the United States for 
an invention. 





2. Plaintijff, Isidore H. Besser, is a citizen of the United 
States and a resident of the City of Chicago, in the County 
of Cook, and State of Illinois, and brings this suit in his 
OTHi right. 

3. Defendant, Conway P. Coe, is Commissioner of Pat¬ 
ents of the United States of America, and is sued in his 
official capacity, his official residence being in the District 
of Columbia, and his legal residence being in the State of 
Marvland. 

4. The plaintiff, Isidore H. Besser, filed application for 
a patent in the United States Patent Office entitled “Bank, 
Payroll Checks, or Drafts”, on October 13,1941, which was 

given Serial No. 414,812. 

2 5. The said application was filed and prosecuted 

in accordance with laws of the United States and 
rules of the Patent Office. 

6. Claims 1, 2 and 5 of said application were finally re¬ 
jected by the Primary Examiner, and appeal was taken to 
the Board of Appeals, which tribunal by its decision dated 
July 27, 1943, affirmed the action of the Primary Exam¬ 
iner as to said claims, and by this action defendant refused 
and still refuses to grant a patent for said application on 
Claims 1, 2 and 5. A copy of this application, with said 
claims, will be furnished at the trial. 

7. The claims before the Patent Office and in issue in¬ 
clude : 

“Claim 1. A bank check of the class described compris¬ 
ing a printed form of negotiable character and in which the 
name of the payee and the amount of the check are in¬ 
cluded in the printed body thereof, said check bearing an 
imprinted facsimile signature of the payee applied on the 
face side and across one end at the time of making the 
check, and said check having a designated place for en¬ 
dorsement by the payee on its reverse side at the end oppo¬ 
site the end bearing said facsimile signature, whereby said 
endorsement and facsimile signature may be directly com¬ 
pared by doubling the check on its face side to juxtapose 
said endorsement and facsimile signature. 


1 
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3 i 

“Claim 2. A bank check of the class described compris¬ 
ing a printed form of negotiable character and in which 
the name of the payee and the amount of the check ate 
printed on the body thereof, said check bearing the fac¬ 
simile signature of the payee printed on the face side and 
across one end simultaneously with the printing of the said 
name and amount, and said check having a designated plabe 
for endorsement by the payee on its reverse side at the ehd 
opposite the end bearing said facsimile signature, whereby 
said endorsement and facsimile signature may be directly 
compared by doubling the check on its face side to juxta¬ 
pose said endorsement and facsimile signature. 

3 “Claim 5. The method of making bank checks 

which includes the step of printing the name of the 
payee and the amount of the check on one side of a pre¬ 
pared form by means of a printing plate, and simultan¬ 
eously printing a facsimile signature of the payee on the 
same side of the check and across one end thereof.” : 

At the hearing before the Board of Appeals, applicant 
requested permission to amend claims 2 and 5 by substitut¬ 
ing the words “indelibly imprinted” for the worid 
“printed” in line 5 of claim 2, and substituting the wor4 
“imprinting” for the word “printing” in line 4 of claim 5. 

While this case was still pending before the Patent 
Office, the applicant Besser petitioned the Commissioner 
for permission to so amend and to add new claim 6 as 
follows; 

“Claim 6. A bank check of the class described, compris¬ 
ing a printed form of negotiable character and in which thp 
name of the payee, the amount of the check, and a facsimile 
signature of the payee are indelibly imprinted on the face 
side of the check in such manner that the opposite side o^ 
the check will show said imprinted matter in reverse outl- 
line in raised form, said check having a designated plac^ 
for endorsement by the payee on its reverse side at the end 
opposite the end bearing said facsimile signature whereby 
said endorsement and facsimile signature may be directly 
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compared by doubling the check on its face side to juxta¬ 
pose said endorsement and facsimile signature regardless 
of whether the check is folded inwardly or outwardly.” 

Under date of January 3, 1944, the petition was denied. 

8. The Commissioner of Patents, by the Board of Ap¬ 
peals and the statement of the Examiner, contends that 
the sole prior reference, to-wit. Patent No. 1,367,754, dis¬ 
closes a check having all the physical means which may be 
attributed to applicant’s check, and that in both instances 
(Plaintiff’s application and patent) the only additional 
printed matter which is to be placed upon the check, is the 
endorsed signature of the payee at the time of cashing the 

check, whereas Patton show’s no printed signature 
4 of the payee, but only a space where the payee must 

sign the check upon receipt of the check. Plaintiff 
for the first time provided a means of imprinting on the 
check at the time the name of the payee and the amount is 
printed, a facsimile signature of the payee. The Commis¬ 
sioner also relies upon the doctrine of In Re Sterling, 70 
F. (2d) 910, to the effect that a mere re-arrangement of 
printing does not afford patentable protection. Applicant 
by his impressed facsimile has changed the physical struc¬ 
ture of the paper, w’hich impress is carried through the 
obverse side, as is clearly shown in Fig. 2 of the drawing. 

9. To the best of plaintiff’s knowledge and belief, 
such invention w’as never known or used before the 
invention thereof or discovery thereof by the said Isidore 
H. Besser, or patented or described in any printed publica¬ 
tion in any country before his invention or discovery 
thereof, or more than one year prior to the filing of said 
application, nor in public use or on sale in the United States 
for more than one year prior to said application; that said 
invention had not been patented in any country foreign to 
the United States on an application filed by him or his legal 
representatives more than twelve months prior to said appli¬ 
cation, and no application for patent on said improvements 
had been filed by him or his legal representatives, prior to 
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the filing of the aforesaid application, in any country f!or- 
eign to the United States, and that said invention had not 
been abandoned. ; 

10. Plaintiff’s improved check disclosed in said applica¬ 
tion and defined in said claims is of great utility in the field 
for which it was intended, and, as plaintiff is advised and 
believes, is patentable under the laws of the United 
States. ! 

5 Wherefore, plaintiff avers that he is lawfully En¬ 
titled to the grant of Letters Patent of the United 

States for said improvements and prays that a decree issue 
out of this Court authorizing defendant to issue a patent 
to plaintiff on said application containing each of said 
claims 1, 2 and 5, and such other claims as upon hearing 
the court may find patentable. j 

ISIDORE H. BESSER 
Plaintiff 

By RALPH M. SYNDER 
Attorney for Plaintiff ! 

105 West Adams Street 
Chicago 3, Illinois i 

PURLINSON & LANE i 

Of Counsel j 

JOHN M. MASON 
MASON & HATFIELD 
Local Solicitor and Of Counsel 
Washington, D. C. 

841 Munsey Bldg. I 

• • • • • • • • C'l* 

6 ' Filed Feb 19 1944 

I 

Answer to the Complaint. I 

To the Honorable the Justices of the District Court of tlie 
United States for the District of Columbia. 1 

1, 2, 3, 4, 5, 6. Defendant admits the allegations of para¬ 
graphs 1 to 6, inclusive. 
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7. He admits that claims 1, 2 and 5, which are as set out 
in paragraph 7, are claims of plaintiff’s patent application, 
Serial No, 414,812, which was filed in the Patent Office on 
October 13, 1941, which claims were rejected bv the Pri¬ 
mary examiner and the rejection thereof affirmed by the 
decision of the Board of Appeals on July 27, 1943, He ad¬ 
mits that at the hearing before the Board of Appeals plain¬ 
tiff requested permission to amend claims 2 and 5 in the man¬ 
ner set out in this paragraph. He denies that the Board of 
Appeals allowed the proposed amendments and denies that 
the Board of Appeals in its decision considered said claims 

in the proposed amended form. He admits that 
7 while the application was still pending before the 

Patent Office plaintiff petitioned defendant for per¬ 
mission so to amend claims 2 and 5 and to add a new claim 
6, which claim is as set out in this paragraph. He admits 
that said petition was denied on January 3,1944. He states 
that at the time plaintiff proposed such amendments and 
the new claim 6, plaintiff did not have the right to amend 
his application. He states that the Court is without juris¬ 
diction in an action under Section 4915 R. S. to consider 
claims 2 and 5 as plaintiff proposed to amend them, or to 
consider proposed new claim 6. 

8. He admits that the Board of Appeals in its decision 
held that the patent to Patton, No. 1,367,754, discloses a 
check having the physical characteristics of plaintiff’s 
check except that the payee writes on the face of the check 
his genuine signature at substantially the same place where 
the facsimile signature appears on plaintiff’s check. He 
admits that the Board of Appeals affirmed the examiner’s 
holding that in both instances the only additional printed 
matter which is to be placed on the check is the endorsement 
of the payee at the time of cashing the check. He admits 
that the Patton patent shows no mechanically printed sig¬ 
nature of the payee but states that the written signature of 
the payee is the full equivalent of a printed facsimile of 
the signature. He admits that so far as the record shows 
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plaintiff was the first to print mechanically on the check 
the facsimile signature of the payee. He denied that this 
amounts to invention. He admits that he relies on the doc¬ 
trine of In re Sterling, 70 F. (2d) 910. He admits that, as 
described in plaintiff’s application, the facsimile signature 
is impressed on the paper in such a manner that the 
8 impression is carried through to the obverse side, 
but denies that any of the claims which were finally 
rejected by the primary examiner and passed upon by the 
Board of Appeals recites that the facsimile signature is s<j) 
impressed. 

9. He admits that in said application plaintiff made aver¬ 

ments corresponding to the allegations of paragraph 9 but 
denies that such allegations are sufficient to justify the 
issuance of a patent containing any of the claims 1, 2 and 5 
thereof, as it is deemed that the said claims are unpatent¬ 
able in view of the patent to I 

I 

Patton, 1,367,754. February 8, 1941. 

and for the reasons given in the statement of the Examiner 
in answer to the appeal and the decision of the Board o^ 
Appeals, copies of which will be furnished at the trial; 
Profert of a copy of the Patton patent is hereby made. 

10. He admits that plaintiff’s check as disclosed in said 
application may have some utility in the field for which it 
was intended but denies, for reasons aforesaid, that the! 
subject-matter set out in claims 1, 2 and 5 is patentable. 

W. W. COCKRAN 
Solicitor, U. S. Patent O'ffice, j 
Attorney for Defendant. 

February 18, 1944. i 

• • • • • * «■' •! 
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74 Filed Nov 15 1944 

Memorandmn 

1) Consideration of Claim 6 refused (Lucks v Coe, 63 
App- DC 61.) (Cherry Burrell Corp. v Coe—June 18, 1944 
—tried to this Court) 

2) I have read opinion of Judge Coleman in Kaplan v 
Robinson—50 F2nd 617—but do not regard it as controll¬ 
ing. 

3) Complaint dismissed on two grounds. 

(a) Claims do not rise to dignity of invention and are 
without purview of statute. 

(b) Anticipated by Patton—although I am of the opin¬ 
ion reason indicated (a) applies with equal cogency there 
also. 

Counsel will prepare findings of fact and conclusions of 
law consonant with this memorandum opinion. 

MATTHEW F. McGUIRE 
Associate Justice 

November 15,1944 

• ••••••«•'• 

75 Filed Dec 4 1944 

Findings of Fact. 

1. This is a action brought under the provisions of Sec¬ 
tion 4915 R. S. (XJ. S. C., title 35, sec. 63), in which plaintiff 
sought to have the court adjudge that he was entitled to 
receive a patent on his application, Serial No. 414,812, for 
Bank, Payroll Checks or Drafts, containing claims 1, 2, 5 
and 6, and such other claims as the Court may find 
patentable. 

2. Claims 1, 2 and 5, as set out in paragraph 7 of the 
Complaint, are the only claims at bar which were refused 
on the merits by the Board of Appeals of the Patent Office. 

3. Claim 6, as set out in paragraph 7 of the Complaint, 
was presented by the applicant, plaintiff here, after the 
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decision of the Board of Appeals and an amendment pre¬ 
senting the claim was refused entry in accordance with the 
provisions of the Rules of Practice of the Patent OflScei. 

4. The Besser application, Serial No. 414,812, Ais- 

76 closes a bank check having imprinted on the fkce 
thereof the name and address of the payee and 

across the face at the right hand end of the check, a fac¬ 
simile of the payee’s signature. It is stated in the applica¬ 
tion that the printed matter can be impressed on the face 
of the check by means of a printing plate having raised 
letters thereon which imbed themselves in the face of the 
check so that it cannot be easily altered. Across the bhck 
of the check, at the left hand end, are imprinted the words 
“Endorse here” so that when the payee’s signature is writ¬ 
ten there it can be compared, by folding the check, so asi to 
bring one under the other There are also written on the 
face of the check the words “This check must be endorsed 
in the presence of the cashier.” 

5. The Patton patent, No. 1,367,754, February 8, 1941, 
discloses a bank check having beneath the usual space for 
writing the payee’s name a receipt for the services and a 
similar receipt across the right hand and of the face of the 
check with a space there beneath for the signature of the 
payee which is to be placed there at the time of the delivery 
of the check. A space for the usual endorsement of the 
check is indicated on the back of the check at the left hapd 
end so that the two signatures can be compared by folding 
the check so as to bring one signature under the other: 

6. Claims 1, 2 and 5 of plaintiff’s application define no 
invention over the check of the Patton patent. 

7. The only difference between the check of plaintiff and 
that of the Patton patent consists in the words printed 
thereon. Such a difference does not define any invention. 

77 Conclusions of Law. 

1. Claim 6 was presented in the Patent Office too late ito 
entitle the applicant, plaintiff here, to an action on the 

i 
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merits thereof and this Court, therefore, does not have 
jurisdiction in an action under Section 4915 R. S. (U. S. C., 
title 35,*sec. 63) to rule on the question of patentability of 
said claim. 

2. The claimed check being merely printed matter for 
conveying intelligence and not involving physical structure 
is not subject matter which can be protected under the 
Patent laws. 

3. The plaintiff is not entitled to receive a patent on his 
application, Serial No. 414,812, containing claims 1, 2 and 5, 
as set out in paragraph 7 of the complaint, or any one of 
them. 

4. The complaint should be dismissed, with costs against 
the plaintiff. 

MATTHEW F. McGUIRE 
Justice. 

12/4/44 

• ••••••••'• 

78 Filed Dec 4 1944 

Judgment. 

This action came on to be heard at this term and there¬ 
upon upon consideration thereof, it is this 4th day of De¬ 
cember, 1944. 

Adjudged that the complaint be and it is hereby dis¬ 
missed, with costs against the plaintiff. 

MATTHEW F. McGUIRE 
Justice. 

Approved as to Form: 

Attorney for Plaintiff. 
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13 Excerpts from Depositions. 

Charles M. Nelson, called as a witness on behalf of 
plaintiff i 

• • • • • • • • «.|« 

Q. 5. What is your occupation, Mr. Nelson? A. Vice- 
president and cashier of the Northern Trust Company.; 

• • • • • • • • • • 

14 I note that both of these checks carry the mechani¬ 
cal impression of the facsimile signature of the 

payee. This has been impressed on the righthand margin 
of the check under such strong pressure that the impression 
carries through the paper and could not be erased or muti¬ 
lated or changed in any way. This impression at this loca¬ 
tion has the benefit of assisting the teller, or other 

15 persons cashing the check, to quickly identify the 
signature of the payee on the back of the check by 

folding the righthand end of the check back on itself for 
easy comparison (illustrating) thus bringing the mechani¬ 
cal facsimile signature of the payee directly under the 
manual endorsement of the payee so that the two signa¬ 
tures can be quickly and readily compared. 

Q. 11. Do you observe that the mechanical impression 
of the facsimile of the payee has impressed itself on the 
opposite side of the paper ? A. I do. I tried to bring that 
out in my answer, and moreover I can feel the impressibn 
of the mechanical signature on the back of the check. 

Q. 12. Had you in your professional experience ever 
seen any check having the features that you have just de¬ 
scribed prior to the time that you saw Mr. Besser’s checks? 
A. No. 

Mr. Snyder: Plaintiff marks for identification as Plain¬ 
tiff’s Exhibit 1 the check just testified to, being a check to 
Edythe Ekblod, and as Plaintiff’s Exhibit 2 for identifica¬ 
tion the check to Harry Lathrop. 
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(Said checks were marked for identification, Plaintiff’s 
Exhibits 1 and 2, respectively.) 

«*•••••••• 

16 Q. 14. Mr. Nelson, have you observed how the pre¬ 
sentation of a check like those which you have in 

your hand marked Plaintiff’s Exhibits Nos. 1 and 2 for 
identification works in the bank? A. Yes, I have. Some 
time ago I witnessed one of these checks being cashed by^ 
one of our tellers, without the teller’s knowledge that I was 
observing the operation. 

Q. 15. Will you tell what happened? A. The young lady 
who had the check presented it to the cashier and, of course, 
he picked up the check, looked at the face of it, looked at 
the back of it and then looked at the young lady and handed 
it back to her for endorsement. Then she smiled and he 
saw her facsimile signature on the righthand side of the 
face of the check, turned it over and compared it and with¬ 
out hesitancy cashed the check after comparing the 

17 endorsement. Later I talked with the teller and he 
commented on the new form of checks which carried 

easy identification. 

• ••••••••• 

Q. 17. Do you have an opinion as to whether the kind of 
checks you have just testified about would have an effect 
upon the problem of forgery of checks, especially forgery 
of payroll checks, dividend checks, government allotment 
checks, pension checks and the like? A. I have. 

Q. IS. Will you tell the Court what, in your opinion, 
would be affected by the use of plaintiff’s checks which you 
have just testified about in connection with the forgery 
problem? A. One of the contributing factors to the enor- 
mouse amount of money that is lost through forgeries every 
year is either ignorance or carelessness on the part of peo¬ 
ple cashing checks for strangers without identification. In 
fact, sometimes they cash checks that have been en- 

18 dorsed out of their presence, and the merit of these 
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checks is the fact that if the person cashing it car¬ 
ries out the prudent instruction that he ought to always 
carry out, see the person offering the check for cashing 
endorse the check in his presence, then he can very quic^y 
identify it with the facsimile on the end of the check. 
Assuming that the facsimile signature which has been 
mechanically impressed on the paper is genuine, the bank 
needs no further identification of the payee than witness¬ 
ing at the time the check is presented for payment the sig- 
ture of the payee, which can be instantly compared with the 
mechanical facsimile signature. 

• • • • • • • • • • 

i 

21 A. I believe that the facsimile impression of ^he 
payee’s signature on the margin of the check affoifds 

threefold protection, that is, for the maker of the chejck, 
for the cashier of the check and for the payee of the check. 
The maker of the check has the protection of not having 
the embarrassment and the trouble caused by one of bis 
checks being charged against his account bearing a 

22 forged endorsement, the cashier of the check, of 
course, is protected against cashing a check with a 

forged endorsement and thus losing the amount of money 
that he pays out, and naturally the payee of the check: is 
protected against the check being cashed by some unauthor¬ 
ized holder. Inasmuch as the mechanical facsimile signa¬ 
ture is so heavily impressed in the check the facsimile sig¬ 
nature cannot be successfully erased, altered or changed, 
and the cashier can safely rely upon a comparison of that 
signature with the signature of the payee made in his 
presence. ' 

There are more checks being issued by the government 
and organizations than ever before. I have just been in¬ 
formed that the government now issues thirty million 
checks per month, a goodly portion of which are allotm(?nt 
checks, payroll checks and social security checks, conse¬ 
quently more people are receiving checks, and many of 
these people have no banking connections and have had no 
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experience with checks and fall an easy prey to the forgers 
and stealers of checks. The invention of the applicant, as 
embodied in the checks Plaintiff’s Exhibits 1 and 2, to my 
way of thinking materially lessens the possibilities of 
forgeries and would greatly facilitate the cashing of 

23 checks, saving time and money, and increasing the 
facilities for cashing checks because storekeepers and 

the like, w’ho are now reluctant because of experiences here¬ 
tofore, would now’ feel safer in cashing this kind of check. 

I regard the invention as an outstanding facility to assist 
in the cashing of checks, w’ith maximum protection to every¬ 
one concerned, and therefore a splendid contribution in the 
field of finance, particularly as it facilitates the transfer of 
small sums of money with safety. 

CHARLES M. NELSON 

• ••••••••• 

24 Walter J. Cummings, called as a witness on behalf 
of the plaintiff 

• ••••••••• 

Q. 4. What is your business? A. Chairman of the Board 
of Directors, Continental Illinois National Bank and Trust 
Company of Chicago. 

• ••••••• •• 

25 Q. 8. Will you state your opinion as to what 
necessity exists for a check embodying the features 

of the Besser invention? A. A great necessity exists to 
facilitate payments to large numbers of individuals by 
check instead of cash, and to afford the maximum amount 
of protection to both the maker, the cashier and the payee 
wherever payroll, dividend. Government allotment or pen¬ 
sion checks are used. These checks should be completed 
as to all protective features before delivery to the payee, 
and this can be accomplished with practical certainty 

26 only by mechanically placing the protective facsimile 
signature of the payee on the face of the check at the 

same time that the payee’s name and the amount of the 
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check are placed thereon, and such facsimile signatpre 
should be impressed upon the check by such means that it 
cannot be erased or changed- It should be impressed' so 
heavily as to make the signature legible on the opposite 
side or by perforation. In either event the check is mPti- 
lated to that extent. 

Q. 9. And that is true of the checks that you have before 
you? A. Yes. The improved payroll, dividend, Govern¬ 
ment allotment or pension checks invented by Mr. Besser 
provide a positive safeguard to the casher of the chfeck 
which should reduce the cost of forgery insurance. 

Q. 10. What is your opinion as to the advantage of the 
Besser check from the standpoint of Government and 
Municipal paying agencies and private organizations having 
checks involving a great number of individuals? A. I be¬ 
lieve that such a check will do much toward eliminating the 
stealing of checks, forgery and the like, will result in great 
savings to the organizations both in time and 
27 money, and will result in material benefit to the 
public. 

WALTER J. CUMMINGS : 

i 

• • • • • • • • 

37 Rudolph B. Salmon, a witness called on behalf of 
plaintiff. i 

• • • • • • • • m \ m 

A. I am an examiner of questioned documents, com¬ 
monly termed a handwriting expert. ^ 

• • • • • • • 

40 Q. 13. In your considerable experience in han¬ 
dling checks, have you ever seen a check having a 

facsimile signature of the payee mechanically impressed 
upon the face of the check, aside from the checks of the 
party Besser? A. No. I have never heard of any check 
on which there is such a facsimile of the payee ^s sig- 

41 nature on the face of the check other than that ap¬ 
pearing upon the Besser check. 
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Q. 14. I hand you the Besser checks marked Plaintiff’s 
Exhibits 1 and 2, and ask you if you are familiar with these 
checks? A. Yes. 

Q. 15. Will you tell the Court the difference between 
these checks and the general checks with w'-hich you are 
familiar? A. These checks differ from the ordinary checks 
that I have seen in that they bear on the right hand margin 
an impressed facsimile of a signature, which I am told is 
that of the payee. I have never seen this arrangement on 
checks before. 

I note also that the impressed facsimile of the payee’s 
signature is so heavily impressed upon the check that it 
appears and is embossed upon the back side of the check. 
It is my opinion that any attempt to alter or to eradicate 
the facsimile signature impressed hereon would destroy 
or so alter the paper as to make it visible immediately 
under any circumstances, so that the change would be ap¬ 
parent to anyone. 

42 A. It is my opinion that the use of an impressed 
facsimile payee’s signature upon the face of the in¬ 
strument, as appears in the Besser checks, would greatly 
reduce the number of successful forgeries. 

Q. 18. Assuming that the instructions on the check are 
followed, namely, that the check must be endorsed in the 
presence of the cashier, what would you say as to the possi¬ 
bility of forgery by persons other than the payee? A. I 
would say that it would be highly improbable that a person 
under the circumstances mentioned could successfully simu¬ 
late or forge the payee’s signature. The reasons for my 
opinion are as follows: A person in order to successfully 
simulate another’s signature must have before him either 
a physical, real signature, or must have a mental picture 
of the signature which he is about to copy. If the first 
method is used it becomes apparent to the casher 

43 that one is copying the facsimile signature for the 
purpose of copying. In the second instance, namely. 
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where he has a mental picture, the person committing a 
crime is under such nervous stress and tension that it 
would be quite apparent to the person in whose presence 
the check is being endorsed that he is not writing in his 
normal manner. 

If written slowly, which is the customary reaction when 
one is copying a mental picture, it is evident to an ordi¬ 
narily prudent observer; if w'ritten rapidly, it will have 
practically none of the characteristics of the true signa¬ 
ture, and the forgery would probably be readily deteicted. 

There are very few persons, so few as to make them 
negligible, who have the physical, mental and nerve i con¬ 
trol to be able to successfully simulate a signature in the 
presence of an ordinarily prudent casher. j 

Furthermore, in the Besser checks which are before me, 
referring to Plaintiff’s Exhibits 1 and 2, the fact that the 
facsimile appears upon the face, and the endorsement, 
when placed thereon, is placed upon the backy the 

44 persons who signs or attempts to make the endorse¬ 
ment has nothing before him which he can use ns a 

physical reproduction to copy. 

• m m • m • • 

I 

A. It is my opinion that the use of the Besser 

45 checks will reduce to a minimum the losses occasioned 
by forgery of the type of checks you enumerated, 

namely, pension, allotment, dividend and payroll checks, 
because in the Besser invention the facsimile impression of 
the payee’s signature is so made as to make it impossible 
to eradicate by chemicals or to eliminate the embossed;im¬ 
pression on the reverse side in such a manner as to deceive 
an ordinarily prudent person, and any attempt to eradicate 
or eliminate the impression would either further mutilate 
the check, or make it so apparent as to be readily detected. 
And the further fact that the necessity of the endorsement 
being made in the presence of the casher makes it lex- 
tremely improbable for any person, other than a few negli- 
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gible individuals, to successfully simulate the signature so 
as to deceive an ordinarily prudent person. 

RUDOLPH B. SALMON 

49 Excerpts from Testimony and Proceedings 
Thereupon the following proceedings and transactions 

were had and testimony was taken: 

• ••••••••• 

50 Charles Z. Meyer 

*••••••••• 

2- Q. And you were an officer in the Army? A. Lieu¬ 
tenant Colonel, United States Army. 

4- Q. And what is your present business ? A. I am Dep¬ 
uty Chief of the Fiscal Branch, Office of Chief of Ordnance, 
United States Army. 

5. Q. And prior to that time, or prior to the time when 
you occupied your present position, what was your busi¬ 
ness? A. I was Comptroller of the First National Bank 
of Chicago and have been associated with that bank for 
thirty-two years. 

51 A. (upon examining the document last above re¬ 
ferred to) Yes. I have seen this check and similar 

checks and discussed it with Mr. Besser on numerous occa¬ 
sions and my own opinion is, and it is the opinion of a num¬ 
ber of my associates in the bank, that this would accelerate 
the payment, especially of payroll checks, in an institution, 
a bank, or any other institution, that pays large numbers 
of payroll checks. 

12. Q. And will you just briefly describe the check, what 
you find on it, and any particular reference that may be 
indicated as to the difference between that check and any 
other checks that you have seen? A. Well, unlike other 
means of identification of payees, this check bears the fac¬ 
simile signature of the payee. 
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Every other check that I have ever seen that purported 
to identify the signature of a payee was done manually.' 

If I may take an observation, it has been my experience, 
over a period of years, that a manual signature of that 
kind hindered rather than helped a paying teller in paying 
a check. 

52 While, usually, it is a very fine idea, the manual 
signature it just does not work because the payee 

must aflSx that signature after the check is handed to him. 

• • • # • • • # 

1 

13. Q. Have you known of instances where checks have 
been paid after the payee first named on the check had been 
dead, and the checks continue to come in? A. Yes; that is 

a particularly true thing. I 

* • • • • • • • 

53 16. Q. Have you ever seen any check with a fac¬ 
simile impression of a signature on the check other 

than the ones you have been talking about connected with 
Mr. Besser? A. You mean a facsimile signature? 

17. Q. Yes; showing the actual facsimile of the signa¬ 
ture? A. No, I have never seen any before. 

Mr. Snyder: I think, if it is agreeable to counsel, I will 
offer this patent to Patton, No. 1,367,754, in evidence 
as “Plaintiff’s Exhibit No. 3” subject to furnishing, if re¬ 
quired, a certified copy; I have only the soft copy here. ; 
The Court: Is there any objection? | 

Mr. Whitehead: There is no objection. 

54 We do know, at least it is my opinion, that if a 
check of this kind were made available it would pro¬ 
vide a very practical piece of identification and a rapid 
means of identification for paying tellers in banks. 

Mr. Snyder: The witness is referring to Plaintiff’^ 
Exhibit No. 2. 
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55 A. Well, the weakness of a manual signature is 
just as I mentioned a moment ago, that unless the 
signature is placed on the check immediately following the 
time the cashier hands it to the payee, there is the danger, 
and it is a very actual danger for I know it to be present 
because I have seen it in my years of experience in the 
bank, that that payee’s signature will not be affixed until 
he is about to cash the check, and we have paid numbers of 
them without the signature, just the endorsement. 

22. Q. In other words, unless it is mechanically fixed, if 
it is necessary to rely upon the manual signature, as is 
called for in the patent reference, that it would not prove 
an effective means for the reasons you have just enun¬ 
ciated? A. That is right. 

57 The Witness: But the danger is, and it is our ex¬ 
perience, that the employee does not sign it, and 
these checks get in the hands of other people and all they 
have to do, and this is dangerous, all they have to do is 
write the signature of the payee on there and when he gets 
to the bank— 

By Mr. Whitehead: 

30. X-Q. (Interposing) He is forging the check twice? A. 
That is right. And, of course, if he wfill forge the check 
once he will forge it twice. 

59 Isidore H. Besser. 

4. Q. What is your position in Chicago? A. I am the 
cashier for the Treasurer of Cook County. 

5. Q. How long have you been such? A. I have been 
such for thirty years. 

60 9. Q. Will you tell the Court just briefly your ex¬ 
perience with checks and the things that result in 

your mind as to the necessity of any improvement in them 
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I 

and what steps you took to effect the improvement? A. 
Well, I have seen many thousands of checks; I have seen 
many hundreds of forgeries. : 

Mostly the forging of the payee’s endorsement—we get 
them back right along; there is not a pay day we have that 
we don’t have a few of them. 

In banks I have seen many of them. A lot of the checks, 
of course, go through the clearing house and we re- 

61 turn them that way, but someone else, either the 
County Treasurer or someone else loses foir the 

checks that we cash at our forgeries, or the last endorser 
who happened to have cashed the check loses. i 
It occurred to me that the handling of checks could be 
simplified and we should be able to get a better line oh the 
payee. I 

• • • • * • • • 

62 So I finally conceived the idea of putting th^ fac¬ 
simile on the right hand side of the check and the 

face of the check in this way, and then to have put on the 
check in bold type “This check must be endorsed by payee 
in presence of casher” which makes for very simple; and 
positive identification. 

10. Q. When you refer to the idea of having a man write 

in his name as a manual signature, give the Court some 
idea how long that would take in Cook County if you com¬ 
pelled them to come up and write their name in before! you 
delivered the check. A. Are you referring to the prior art 
patent, the one that leaves this blank space? i 

11. Q. Yes, either that or any way? 

I am asking how long would it take for the paymaster 
to see, to witness the man come before him and see that! the 
signature of the payee is put on the check. A. Cook 

63 County has approximately six thousand employees. 
If the paymaster were to hand out a check with this 

right hand side blank and watch each individual write his 
name in there, I do not believe there would be any payroll. 
It would take at least two weeks to hand out six thousand 
checks and watch the men sign them. , 

i 

i 

i 
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12. Q. How long do yon think it would take the Govern¬ 
ment to issue thirty million checks monthly on that basis? 
A. I cannot think of that many years. 

• ••••••••• 

A. I think it would be physically impossible in large in¬ 
stitutions to have so many people around him and watch 
each individual put his name on the corner of the check, 
manually. 

65 19. Q. Will you tell the Court what you mean by 
“imprint” and “print”, having in mind the use of 

the word “imprint”, in the first claim that was before the 
Patent Office? A. I would say that “imprint” is “indeli¬ 
bly impressing”. 

“Print” is just ordinary type or characters on a piece 
of paper, but it is not “indelibly impressed”. 

• •••••«• •• 

66 Is that one of the checks made according to your 
disclosure (handing a paper writing to the witness) ? 

A. (after examining the document last referred to) Yes. 

Mr. Snyder: Plaintiff produces and introduces and offers 
in evidence as “Plaintiff’s Trial Exhibit No. 5” a check in 
the name of “Bernice Murphy” dated October 3, 1944. 

(The checks dated October 3,1944, in the name of Bernice 
Murphy as above referred to was thereupon received in 
evidence and was marked “Plaintiff’s Trial Exhibit No. 5”) 

By Mr. Snyder: 

21. Q. Will you take that check and examine the fac¬ 
simile signature and tell the Court w-hether that signature 
is impressed according to your definition as you have used 
it in your claim? A. Yes, sir, it is. It is very visible from 
the reverse side. 

22. Q. How do you tell it from the reverse side, as you 
say? A. Well, it is rather embossed on the reverse side; 
it protrudes, and I would say it would be awfully hard to 
be erased for that reason. 






23. Q. Is it embossed to the extent— A. (interposihg) 
That it mutilates the structure of the paper- 

24. Q. That it does change the structure? A. Yes. 

The Court: I take it that it becomes part of the 

67 paper; it is pressed right through. 

Mr. Snyder: Yes. i 

* • • • • • « 

25. Q. Mr. Besser, in connection with the first witness, 
something was stated about the stealing of checks and the 
large gangs that have operated and do operate in cities 
of considerable size, like Chicago who rob mail boxes, and 
in other cases where the payee may die. 

In the case of the device of the patent: Suppose a lai-ge 
number of these checks were made out with the line blank, 
as you see it there in the Patton patent were stolen from a 
mail box, would it be easily possible or not possible 

68 at all for one of these thieves to write his name out 
at his leisure, at his home, or at any place where he 

might care to do so, and then the next day present this to 
a bank? • A. It would be a very simple matter for him to 
do that. He could have it typed or have someone else fill in 
the name of the payee. He would then write the name: of 
the payee manually on the right hand side, and the next 
day when he went to cash it they would ask him to endotse 
it and he could endorse it identically with the one on the 
right hand side, which is just the opposite to mine. 

Mine bears the facsimile signature before it is mailed 
out, so if the thieves did steal it it would not do him any 
good. i 

More than that, it is hard to do that with my check, i 

My check is a sort of a preventive as much as a cure. 
When you tell the man that you will watch him endorse it 
he won’t try to endorse it. That is the first thing. 

Second, you will catch him if he does endorse it because 
the mail box thief and the petty thief is not a forger—►he 
cannot forge anything. 
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The Court: I know that from personal experience 

69 as recently as last May when I had a case of a man 
who was alleged to have made the habit of stealing 

letters from the mail. He found out that he had gotten 
the letters of John Jones and from those letters he found 
that John Jones owed, for example, an account at Wood¬ 
ward and Lothrop or Garfinckel’s or one of the big stores. 

He went home and he got a series of checks payable to 
him, “signed” by Walter B. Smith, or someone else, and 
he walked into Garfinckel’s or Woodward and Lothrop’s, 
and merely said that he happened to be there and he owed 
them a bill for forty dollars, and he would like to pay some¬ 
thing on account, and he endorsed the check, and the store 
people checked up and found out there was an account in 
that persons’s name, and they gave him the change and, of 
course, they got the check, and they had the check squad 
here running into the situation of that character that you 
have described all the time. 

Mr. Mason: What I am trying to bring out, your Honor, 
is that with the checks of this pattern, such as you have in 
the Patton patent, they actually encourage thievery, en¬ 
courage forgery, because that is what I would like to have 
the witness explain. 

By Mr. Mason: 

27. Q. Will you explain that? A. Well, the reference 
here, this Patton patent, these checks cannot be mailed out 
or should not be mailed out; it is too dangerous, because 
if the wrong people get them it is easy to fill in the names 
whereas the other check can be mailed out with compara¬ 
tive safety. 

• ••••••••• 

70 31. Q. Had you ever seen any of these checks of 
the prior art reference, the Patton checks ? A. No, 

I have not. 

32. Q. In talking with—this may be hearsay—in your 
investigation with bankers, and so forth, leading up to one 


s 
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study and such solution as you made of the problem, have 
you made inquiry as to whether any patent of this kind 
that is in the patent, with a prearranged signature 
71 put upon it, had ever been used? A. Yes, sir, I did. 


• •••••• 


m 




Now, have such things occurred as the stealing of blocks 
of checks from the time they are made out before they are 
handed over to the payees? A. A number of years ago it 
actually happened in Cook County where a lot of payroUs-p 

By the Court: 

35. Q. (interposing) You know of instances? A. Ye$; 
I know of a number of instances. 


By Mr. Snyder: 

36. Q. Now, in that case, tell the Court whether in your 
judgment the Patton reference would be any help whatever. 
A. The Patton reference would be no help whatever. 

• •••••••• • 

i 

Plaintiff’s ExMbit No. 4. j 

Speciffcation. 

To all whom it may concern: I 

I 

Be it known that I, Isidore H. Besser a citizen of the 
United States of America, and a resident of Chicago, in the 
County of Cook, and State of lUinois have invented a new 
and useful improvement in Bank, Payroll Checks or Drafts 
of which the following is a specification: ; 

This invention relates to improvements in checks or 
drafts, and particularly to means for preventing fraudulent 
cashing of the same, and for facilitating cashing by the bona 
fide payee. 

In large organizations, public or private, it is customary 
to pay regular employees by means of printed checks rathei 
than by writing or typing checks, and, as the compensatioh 
of the employees usually remains fixed for comparatively 
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long periods of time, it is customary to make printing plates 
for this purpose, one for each employee. Such a plate usu¬ 
ally contains the name of the employee, his address and the 
amount of his compensation. 

It can be readily seen that checks of this character, if lost 
or stolen, can be more easily forged and cashed than other 
more personalized ones, particularly because of lax identi¬ 
fication requirements by the casher, in so far as payroll 
checks and the like are concerned. 

Business payroll checks are now cashed rather promis¬ 
cuously by “currency exchanges” and the like that have 
come into existence since the bank holiday of 1933 and these 
“currency exchanges” and certain business houses often 
make a practice of cashing regular payroll checks without 
serious regard for identification of the person presenting 
the check for cashing, perhaps being more concerned with 
the fee or premium that might be charged for the service or 
the sale of merchandise rather than the precise identifica¬ 
tion of the payee. 

On the other hand bona fide payees are often faced with 
embarrassment and difficulty when called upon for personal 
identification by banking institutions, since the ordinary 
worker does not customarily carry identification papers or 
means with him, particularly when merely going to and from 
his place of business. 

It is to cure these difficulties and render the use of pay¬ 
roll checks more convenient for the payee as well as to ob¬ 
viate fraudulent use of payroll checks that the present in¬ 
vention was devised. 

The main objects of this invention are to provide an im¬ 
proved bank check having a facsimile signature of the payee 
on the face of the check and so located as to be directly com¬ 
parable with an endorsement put on the back of the check 
in the presence of the casher; to provide a check on which 
the payee’s name, address, amount of compensation and 
also his facsimile signature is printed or otherwise em¬ 
bodied on the check prior to delivery of the instrument to 
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the payee; and to provide a check having means applied 
thereon by the payer by which the casher of the check may 
positively identify the payee. 

A specific embodiment of this invention is shown in the 
accompanying drawings, in which: 

Figure 1 is a face view of a check embodying my inven¬ 
tion. I 

Fig. 2 is a rear view thereof showing certain matters 
placed on the face side in dotted outline, and I 

Fig. 3 is a perspective view of the check shown folded 
back upon its face for direct comparison of the facsimile 
signature with the endorsement. i 

As shown in the drawings the improved bank check 1 conr 
‘ :uns the usual indicia such as the name of the payer 2 the 
name of the bank upon which the check is drawn 3, and th^ 
signatures of the persons authorized to sign the check, such 
signatures being designated by the numeral 4. 

In addition to these usual items, the improved check also 
includes the printed or otherwise applied facsimile signan 
ture 5 of the payee named in the body of the check, which 
facsimile signature is placed on the face of the check parallel 
with the right-hand end margin and just inside of the mar-; 
gin, as shown. 

In large organizations, public or private, where there arej 
numerous employees or others receiving regular payments,; 
it is customary to make a printing plate for each regular: 
payee for the purpose of making up the payroll or payment; 
checks, which plate includes the name and address and the 
amount of compensation of such payee. The checks are then 
printed by machine and as the respective plate is impressed 
on each check, the raised letters on the plate embed them¬ 
selves in the face of the check so that the check cannot bei 
easily altered. Such printing of the payee’s name, address! 
and amount of compensation is designated in the drawings 1 
by the numerals 6 and 7 respectively, and usually appear' 
in the approximate location shown in Figure 1 of the draw-' 
ings. I 
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It is also customary in large organizations to have the 
signature of each employee or other person receiving com¬ 
pensation in the oflScial files. This signature is usually ob¬ 
tained when the employee fills out his application for em¬ 
ployment or when any other than a regular employee sub¬ 
mits the usual papers to establish his right to a regular 
compensation. 

It is the intention of the present invention to utilize these 
signatures for the purpose of obtaining a plate or other 
printing means for applying a facsimile of the signature on 
the improved check and once such a facsimile signature 
plate or the like is provided, the facsimile signature may 
be readily printed on the improved check at the time the 
name, address and amount of compensation of the payee are 
printed. 

To accomplish this, the facsimile signature plate or die 
may be incorporated with the same plate containing the 
name, address and amount of compensation of the payee 
or the facsimile signature plate or die may be used sepa¬ 
rately and the facsimile signature printed in a separate 
operation, in which case it will be understood that the name 
and address plates and the facsimile signature plates will 
be in like sequential order. 

On the reverse side of the check, as shown in Fig. 2 of the 
drawings, and opposite the end containing the facsimile sig¬ 
nature, a provision is made for the endorsement of the 
check by the payee, such endorsement being designated in 
the drawings by the numeral 8. Thus, as shown in Fig. 3, 
the endorsement and the facsimile signature may be directly 
compared to determine the authenticity of the endorsement 
by merely doubling back the check on its face side to juxta¬ 
pose the endorsement and facsimile signature. 

If desired the printed form of the check may include the 
statement that the check must be endorsed by the payee 
in the presence of the casher. This statement is indicated 
by the numeral 9 in Figure 1 of the drawings and its pur¬ 
pose is principally to facilitate identification of the payee 
at the time he presents the check for cashing. 
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My improved check or draft has numerous advantages, 
the principal one of which is that the payer can be assured 
that only the payee will be able to cash the check- This 
will substantially eliminate the occurrence of fraud in the 
handling of payroll or other compensation checks of large 
organizations where thousands of checks are issued at one 
time, particularly in that the invention effectively prevents 
the cashing of stolen or withheld checks by dishonest em¬ 
ployees who have a part in the handling of the checks dur¬ 
ing the time they are being made up and issued to the re¬ 
spective payees- I 

Other advantages of the improved check reside in the 
feature whereby positive self-identification of the payee chn 
be readily had; so that the payee will experience consider¬ 
ably less diflSculty in cashing the check- This is especialy 
important in the case of pension checks, relief checks and 
the like where the payee is often in such a position at the 
time of cashing the check as to be without independent iden¬ 
tification- Heretofore^ because of the difficulty of identifi¬ 
cation by the payee many large organizations, such for ex¬ 
ample as factories employing thousands of laborers, the 
army and the navy have had to pay their men in cash with 
the result that expensive precautions must be taken to pre¬ 
vent payroll robberies. I 

The present invention obviates the necessity for pay¬ 
ment in cash, since the payee can readily identify himself 
by merely endorsing the check in the presence of the cashelr. 

Another advantage of the improved check is that it mny 
be used for the payment of taxes and other municipal or 
Government fees for which purpose ordinary payroll checks 
and the like have not been heretofore acceptable. In mo$t 
municipalities the tax-collecting or fee-collecting office will 
not accept checks unless they are made out to the proper 
collecting official, the reason being that the last endorser of 
the check is the guarantor of all previous endorsements arid 
municipal offices do not care to accept that responsibility. 
Also in many large organizations, particularly municipal 
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organizations where cashiers’ windows or cages are pro¬ 
vided, those receiving payroll checks and the like often pre¬ 
sent such checks immediately for payment. In the case of 
a forged endorsement, this act makes the payer the guaran¬ 
tor of the endorsement and when the fraud is brought to the 
attention of the payer, he is then bound to issue another 
check to the bona fide payee. In some municipal organiza¬ 
tions prevention of losses on this account alone would more 
than compensate for any additional expense involved in 
applying the facsimile signature of the payee on the check 
prior to its being delivered to the payee. 

Although but one specific embodiment of this invention 
has been herein shown and described, it ^vill be understood 
that details may be altered or omitted without departing 
from the spirit of this invention as defined by the follow¬ 
ing claims. 


ClaiTiLS in Present Form. 

Claim 1. A bank check of the class described comprising 
a printed form of negotiable character and in which the 
name of the payee and the amount of the check are included 
in the printed body thereof, said check bearing an im¬ 
printed facsimile signature of the payee applied oi .:e face 
side and across one end at the time of making the check, 
and said check having a designated place for endorsement 
by the payee on its reverse side at the end opposite the end 
bearing said facsimile signature, whereby said endorsement 
and facsimile signature may be directly compared by 
doubling the check on its face side to juxtapose said en¬ 
dorsement and facsimile signature. 

Claim 2. A bank check of the class described comprising 
a printed form of negotiable character and in which the 
name of the payee and the amount of the check are printed 
on the body thereof, said check bearing the facsimile sig¬ 
nature of the payee printed on the face side and across one 
end simultaneously with the printing of the said name and 
amount, and said check having a designated place for en- 




31 


dorsement by the payee on its reverse side at the end 
opposite the end bearing said facsimile signature, whereby 
said endorsement and facsimile signature may be directly 
compared by doubling the check on its face side to juxta¬ 
pose said endorsement and facsimile signature. I 

Claim 5. The method of making bank checks which in¬ 
cludes the step of printing the name of the payee and the 
amount of the check on one side of a prepared form by 
means of a printing plate, and simultaneously printing a 
facsimile signature of the payee on the same side of the 
check and across one end thereof. 
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Mailed Feb. 18, 1943. 

i 

Department of Commerce. i 

UNITED STATES PATENT OFFICE. ! 

i 

Richmond, Virginia. 

ON APPEAL TO THE BOARD OF APPEALS. ; 

In re application, 

Isidore H. Besser 

Serial No. 414,812 

FUed: Oct. 13, 1941 

For: Bank, Payroll, Checks or Drafts 

i 

Examiner’s Statement. j 

This is an appeal from the final rejections of claims 1, 2 
and 5. No claims have been allowed. i 

The appealed claims are: 

Claim 1. A bank check of the class described comprising 
a printed form of negotiable character and in w.aich thei 
name of the payee and the amount of the check are included 
in the printed body thereof, said check bearing an im^ 
printed facsimile signature of the payee applied on the 
face side and across one end at the time of making thei 
check, and said check having a designated place for en¬ 
dorsement by the payee on its reverse side at the end oppo-i 
site the end bearing said facsimile signature, whereby said; 
endorsement and facsimile signature may be directly com-i 
pared by doubling the check on its face side to juxtapose j 
said endorsement and facsimile signature. 

Claim 2. A bank check of the class described comprising- 
a printed form of negotiable character and in which the, 
name of the payee and the amount of the check are printed 
on the body thereof, said check bearing the facsimile signa¬ 
ture of the payee printed on the face side and across one 
end simultaneously with the printing of the said name and ^ 
amount, and said check having a designated place for en¬ 
dorsement by the payee on its reverse side at the end ' 
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opposite the end bearing said facsimile signature, whereby 
said endorsement and facsimile signature may be directly 
compared by doubling the check on its face side to juxta¬ 
pose said endorsement and facsimile signature. 

Claim 5. The method of making bank checks which in¬ 
cludes the step of printing the name of the payee and the 
amount of the check on one side of a prepared form by 
means of a printing plate, and simultaneously printing a 
facsimile signature of the payee on the same side of the 
check and across one end thereof. 

The alleged invention relates to checks for preventing 
fraudulent cashing of the same and for facilitating cashing 
by the bona fide payee. 

In Fig. 1 is shown a face view of the check having in 
addition to the usual items, a facsimile signature 5 of the 
payee applied by printing or otherwise. In Fig. 2, the rear 
side of the check is provided with a designated space for 
endorsement by the payee. 

In cashing the check, the payee endorses the check in the 
presence of the casher, who may fold the check as shown in 
Fig. 3 for comparison of the endorsement with the facsimile 
signature of the payee. 

Reference: 

Patton 1,367,754 Feb. 8, 1941 

Claims 1, 2 and 5 stand finally rejected as unpatentable 
over the Patton reference. 

The Patton reference discloses a check having all the 
physical means which may be attributed to applicant’s 
check. The only distinction is that in the reference the 
genuine signature is placed in the space 7 while the appli¬ 
cant discloses applying a facsimile signature in a corre¬ 
sponding space 5. Where the sole distinction over the art 
is in printed matter, such as impressed printing or writing, 
it is not within the provisions of the patent statute. In re 
Sterhng 1934 C. D. 494; 21 C. C. P. A. 1134. 
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When the check of the Patton reference is delivered to: 
the payee, it will bear all the printed matter of applicant’s: 
check at the time of delivery to the payee. In both instances' 
the only additional printed matter which is to be placed on! 
the check is the endorsement of the payee at the time of' 
cashing the check. The Patton reference not only discloses! 
the physical means of applicant’s check, but also the man-: 
ner of use thereof. 

Claim 5 is in the form of a method claim. If it is desired; 
to employ a facsimile signature of the payee instead of the; 
genuine signature, and no invention is seen therein, then; 
obviously such facsimile may be applied to the check at the; 
time the check is drawn as stated in claim 5. Such pro-i 
cedure is no different than printing circulars containing ai 
facsimile signature of the sender, in which all the printed! 
matter including the facsimile signature appearing on thei 
sheet are printed at one impression. Since the article isj 
unpatentable, an obvious method of making such unpatent-! 
able article, is also not patentable. 

M. K. Peck, 

Eaxirriiner. 

Mailed Jul 27 1943 

IN THE UNITED STATES PATENT OFFICE. 

BEFORE THE BOARD OF APPEALS. i 

Ex Parte Isidore H, Besser 

AppUcation for Patent filed Oct. 13, 1941. Serial No. I 
414,812. Bank, Payroll Checks or Drafts. 

Messrs. Rummler, Rummler & Davis for applicant. 

Decision of the Board of Appeals. 

This is an appeal from the final rejection of claims 1, 2: 
and 5. 

Claim 1 is illustrative. 

Claim 1. A bank check of the class described comprising; 
a printed form of negotiable character and in which the! 










38 


name of the payee and the amount of the check are included 
in the printed body thereof, said check bearing an im¬ 
printed facsimile signature of the payee applied on the face 
side and across one end at the time of making the check, 
and said check having a designated place for endorsement 
by the payee on its reverse side at the end opposite the end 
bearing said facsimile signature, whereby said endorse¬ 
ment and facsimile signature may be directly compared by 
doubling the check on its face side to juxtapose said en¬ 
dorsement and facsimile signature. 

The reference relied upon is: 

Patton 1,367,754 Feb. 8, 1941 

The subject matter of the appealed claims relates to a 
bank check and the method by which the check is made. 
The check comprises a printed form in which the name of 
the payee and the amount of the check are included in the 
printed body thereof and bears an imprinted facsimile 
signature of the payee applied upon the face side and 
across one end. The facsimile signature is printed at the 
same time the check is made while a place is designated on 
the reverse side of the check at the end opposite the end 
bearing the facsimile signature for endorsement by the 
payee. 

The claims stand rejected as being unpatentable over 
the Patton reference which discloses a check having the 
physical characteristics of appellant’s check except that 
the payee writes on the face of the check his genuine signa¬ 
ture at substantially the same place where the facsimile 
signature appears on appellant’s check. It is the Exam¬ 
iner’s position that where the sole distinction over the art 
is in printed matter, such as impressed printing or writing, 
such distinction is not within the provisions of the patent 
statute. The decision In re Sterling, 1934 C. D. 494; 21 
C. C. P. A. 1134 is cited by the Examiner as substantiating 
his position. 
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Claim 5, which is drawn to the method, has been con-r 
sidered as unpatentable for the reasons stated above and 
for the further reason that no invention is seen in employing 
a facsimile signature of a payee instead of the genuine sig¬ 
nature where this is desired, since it is obvious that th^ 
facsimile signature may be applied to the check at the timd 
the check is drawn, instead of being simultaneously printed 
as a facsimile when the name of the payee and the amount 
of the check is printed on the check form. 

As above stated, two hand written signatures are affixed 
by the payee in the Patton device, whereas in the device: 
claimed, a facsimile signature of the payee is first im¬ 
printed or indelibly impressed upon the check and the! 
payee need affix only the usual endorsing signature by| 
hand when the check is cashed. It is pointed out by appel-| 
lant that his checks are issued by mass production methods! 
in which all of the sequential preparatory operations are' 
performed in advance of the issuing of the checks and! 
much time is saved by this procedure. 

We have carefully considered the rejection in the light 
of appellant’s arguments in his brief as well as the ad-i 
vantages which appellant has advanced for his specific ar-| 
rangement and we have also considered the exhibits filed! 
with the appeal, but it is our conclusion that the rejection; 
is sound for the reasons stated by the Examiner and thati 
it should be sustained. | 

The decision of the Examiner is affirmed. i 

W. L. Redeow, ! 

Examiner-iru-Chieff 
E. T. Morgan, 

Examiner-iri-Chief, 

E. F. Ktjnge, 
Examiner-irir-Chief, 

Board of Appeals. 


July 27, 1943. 
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DISTRICT OP COLUMBIA 


Appeal No. 8981 
Isidore H. Besser, appellant 

V. 

Conway P. Coe, Commissioner of Patents, appellee 


APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF 
THE UNITED STATES FOR THE DISTRICT OF COLUMBIA \ 


BRIEF FOB TEE COHIQSSIONEB OF PATENTS 


intboductoey statement 

This is an appeal from the judgment (10)' of the 
District Court of the United States for the District of 
Columbia dismissing the complaiut (1) brought by 
Isidore H. Besser, in which it was sought to have the 
Court adjudge that the plaiutiff is entitled to have! 
issued to him a patent for Bank Payroll Checks or 
Drafts, on his application Serial No. 418,812, filedl 
October 13, 1941, containing claims Nos. 1, 2, and 5, 
of said application. I 

^The numbers in parentheses throughout this brief refer to 
pages of Joint Appendix. 

( 1 ) 
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STATEMENT OF THE CASE 

The Besser application discloses a check on the face 
of which appears the name of the payee in the usual 
position with near the right hand end of the check a 
facsimile of the payee’s name crosswise of the check. 
On the back of the check at the opposite end are 
printed the words “Endorse Here.” There is also 
printed on the face of the check the words “This 
Check Must Be Endorsed By Payee In Presence of 
Cashier.” 

In the specification of the application (27) it is stated 
that it was customary in large organizations having 
numerous employees to make a prmting plate for each 
regular employee for the purpose of making up the 
pay roll or payment checks which contains the name 
and address of the payee. With this plate the pay 
roll is printed, the raised letters on the plate embed¬ 
ding themselves in the face of the check so that the 
latter cannot be easily altered. It is further stated 
(28) that appellant proposes to incorporate with the 
aforesaid plate a plate containing a facsimile of 
the employee’s signature so that it will appear 
on the check with his name and address. After the 
endorsement, the check can be folded over for compari¬ 
son of the two signatures. 

The three appealed claims read as follows: 

1. A bank check of the class described com¬ 
prising a printed form of negotiable character 
and in which the name of the payee and the 
amount of the check are included in the printed 
body thereof, said check bearing an imprinted 
facsimile signature of the payee applied on the 
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face side and across one end at the time of 
making the check, and said check having a des¬ 
ignated place for endorsement by the payee on 
its reverse side at the end opposite the end 
bearing said facsimile signature, whereby said 
endorsement and facsimile signature may be di¬ 
rectly compared by doubling the check on ite 
face side to juxtapose said endorsement and 
facsimile signature. 

2. A bank check of the class described com¬ 
prising a printed form of negotiable character 
and in which the name of the payee and the 
amount of the check are printed on the body 
thereof, said check bearing the facsimile sigr- 
nature of the payee printed on the face side 
and across one end simultaneously with the 
printing of the said name and amount, and sai^ 
check having a designated place for endorse¬ 
ment by the payee on its reverse side at the 
end opposite the end bearing said facsimile sig¬ 
nature, whereby said endorsement and facsimile 
signature may be directly compared by doubling 
the check on its face side to juxtapose said 
endorsement and facsimile signature. j 

5. The method of making bank checks which 
includes the step of printing the name of the 
payee and the amount of the check on the sid0 
of a prepared form by means of a printing 
plate, and simultaneously printing a facsimile 
signature of the payee on the same side of the 
check and across one end thereof. 

The examiner rejected the claims on the ground 
that there was no inventive difference between appel¬ 
lant’s check and the check shown in the Patton patent,' 
No. 1,367,754, issued February 8, 1941, and on the; 

« i 

j 

. ! 
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further ground that appellant has disclosed in his 
application no structural device but merely a strip of 
paper having certain words thereon, which disclosure 
does not come within any of the classes for which, as 
specified in Section 4886 R. S. (U. S. C., title 35, Sec. 
41), a patent may be issued. 

The examiner in his statement in answer to the 
appeal (35-37) said; 

The Patton reference discloses a check hav¬ 
ing all the physical means which may be 
attributed to applicant’s check. The only 
distinction is that in the reference the genu¬ 
ine signature is placed in the space 7 while the 
applicant discloses applying a facsimile signa¬ 
ture in a corresponding space 5. Where the sole 
distinction over the art is in printed matter, 
such as impressed printing or writing, it is 
not within the provisions of the patent statute. 

The Board of Appeals in its decision (37-39) af¬ 
firmed the rejection of the claims on the same grounds. 

The District Court of the United States for the Dis¬ 
trict of Columbia made the following findings of fact 
and conclusions of law: 

FTNDIXGS OF FACT 

6. Claims 1, 2 and 5 of plaintiff’s application 
define no invention over the check of the Pat¬ 
ton patent. 

7. The only difference between the check of 
plaintiff and that of the Patton patent consists 
in the words printed thereon. Such a differ¬ 
ence does not define any invention. 
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CON’CLUSIOXS OP LAW : 

2. The claimed check being merely printed 
matter for conveying intelligence and not in+ 
volving physical structure is not subject matter 
which can be protected imder the Patent Laws; 

3. The plaintiff is not entitled to receive a 
patent on his application. Serial No. 414,812, 
containing claims 1, 2 and 5, as set out in para^ 
graph 7 of the complaint, or any one of them. i 

SUMMABY OF ABOUMENT | 

1. Appellant’s check as shown and described in hid 
application discloses no inventive difference from the 
check shown and described in the Patton patent. ; 

2. The subject-matter of appellant’s application! 
does not fall within any of the classes of the subject- 
matter for which a patent may be issued. 

ABGUlfENT 

I 

There is no inventive difference between the con-! 
cept of appellant and that of the Patton patent. In' 
each the concept is of a check having printed or writ-| 
ten thereon, in addition to the name of the payee in, 
the usual position, the name of the payee appearing! 
across the face of the check, so that by folding the 
check the name of the endorser on the reverse side' 
thereof can be brought into juxtaposition with the 
payee’s signature on the front of the check for com¬ 
parison, whereby, if the endorsement is a forgery, it. 
can be detected. 

The two checks differ only in the manner in which' 
the signature of the payee is placed on the check.! 
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Certainly to print on the check the facsimile of the 
payee’s name in lieu of having the payee write his 
name thereon is not an inventive difference, and 
neither the claims for the article nor the claims for 
the process define any invention. 

Appellant argues that patentability exists because 
the Besser check “fills a long felt want” and because 
it is a practical solution of the problem, whereas the 
Patton check is not, since with a large pay roll it 
would be impossible for each employee to affix his 
name to his check in the presence of the paymaster. 

There is nothing in the record which affords any 
basis for the first allegation. There is no evidence 
that checks for persons whose names appear on a 
pay roll were ever made out like the Besser check or 
that even one check was ever made out with the facsimile 
of the payee’s name printed thereon. 

The witness Nelson stated (12, Q. 14) that he wit¬ 
nessed a check “like those marked Plaintiff’s 'Exhibit 
Nos. 1 and 2” being cashed by a teller of his bank, but 
there was nothing to suggest that more than one such 
check was made out or that it included a facsimile 
signature rather than an original signature. Further¬ 
more, even if it had gone into use, that of itself would 
not be sufficient to establish patentability. 

That a device is novel and also useful is not suf¬ 
ficient to establish that a valid patent may be granted 
therefor. It was emphatically so stated in the decision 
of the United States Supreme Court in The Cuno 
Engineering Corporation v. The Automatic Devices 
Corp., 314 U. S. 84, 1942 C. P. 723. In that decision 
the Supreme Court said: 
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* * * That is to say, the new device, how;^ 
ever useful it may be, must reveal the flash of 
creative genius, not merely the skill of the call- 
. ! ing. If it fails, it has not established its right 

in a private grant on the public domain. 

I The court cited a long line of its decisions in sup- 

, port of the proposition that ‘‘if an improvement is to 

obtain the privileged position of a patent more inr 
, genuity must be involved than the work of a mechanic 

skilled in the art.’’ I 

Attention is also called to the decision of this Court 

i 

in Magnaflux Corporation v. Coe, 78 XT. S. App. J). CL 
258, 139 F. (2d) 531, in which, while it was pointed 
out that the combination was useful and commercially 
successful, the question was whether it amoimted to 
invention and the conclusion of the Court was that it 
did not. I 

I ! 

As to appellant’s argument that invention is present 
because Besser’s check is a practical solution, it is to 
be noted that the Patton check would be just as prac^ 
tical as appellant’s if it is used with small payrolls; 
There is no difference between the manner of in- 

I 

suring in the two checks that the endorsement is not 
a forgery. The conclusion that the endorsement is 
genuine is made by comparing it with a genuine sigT 
nature, in the one case a handwritten signature and in 
the other a facsimile of it. Certainly it was not in4 
vention to compare the endorsement with a facsimile 
of a signature over comparing it with an actual^ 
signature. 

This is not a case where the appellant’s device is 
being compared with something that is inoperaive but 
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only one where the comparison is with something 
which would, possibly, not be so widely useful. But 
even a prior inoperative device would afford groimd 
for rejection of claims of a later application, if it did 
not require invention to make the first device opera¬ 
tive. (See the recent decision of this Court in The 
Bullard Company et al. v. Coe, 64 USPQ 359, — TJ. S. 
App. D. C. —. 

It is well established that an arrangement of printed 
matter is not patentable. 

The case of Conover v. Coe, 69 U. S. App. D. C. 
144, 99 F. (2d) 377, 1938 C. D. 39, involved a street 
car transfer in which the difference between that trans¬ 
fer and one of a prior patent consisted in what was 
printed on them, which in turn was due to the manner 
in which the transfers were used. In that case this 
Court said: 

In our opinion the lower court w^as correct in 
thinking that under the same rules and regula¬ 
tions, plus a new arrangement of printed mat¬ 
ter, the coupons of Hoffner [the prior patentee] 
could just as well be made to indicate zones of 
origin of traffic, and in such circumstances the 
passenger could receive a transfer like ap¬ 
pellant's both in form and in effect 

The Court then said; 

* * * It is a rule of universal application 
that an object is not patentable where its nov¬ 
elty consists wholly in an arrangement of 
printed matter or in a method or system of 
doing business. In re Sterling, 70 F. (2d) 910, 
447 O. G. 909. 
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The United Stat^ Court of Customs and Patent 
Appeals has made a similar ruling in several cases in 
addition to In re Sterling, supra. 

A similar ruling was also made by the Circuit Court 
of Appeals of the Second Circuit, in Latz et al. v. Be4 
liance Graphic Gorp., 98 P. (2d) 679. That Court 
cited with approval several decisions of the Unite<i 
States Court of Customs and Patent Appeals to th^ 
same effect, including In re Sterling, supra. | 

Appellant in support of the argument that the 
Besser check does not come within the above quoted; 
rulings as to ‘‘printed matter,’^ cited the well known 
decision of the Court of Appeals of the Sixth Circuit 
in Cincinnati Traction Company v. Pope, 210 Ped.| 
Rep. 442. In that case, however, the involved patent 
was for a street car transfer and the court specifically 
distinguished it from prior “printed matter’’ decisions 
on the ground that since the transfer was made with d 
detachable coupon, the removal of which would in^ 
dicate the validity of the coupon for a different por-; 
tion of the day, a structural feature was present. No 
such feature is present in appellant’s check. 

It is further argued that the imprinting of the name 
on the Besser check by the use of the plate the char¬ 
acter of the document is changed, iucluding the ob-, 
verse side so that alteration of the name is impossible I 
However, whether the name appears on the check! 
as written by the individual or printed in an ordinary' 
manner or as formed by a series of punches as indi-: 
cated in the drawing, it is still a check having thereon, 
in addition to the ordinary writing or printing of the! 


1 







10 


payee’s name and/or address, only the fac simil e of the 
payee’s mune. It is immaterial in what way the 
facsimile of the name appears on the check. The 
check has in no way been structurally changed and is still 
only a piece of paper with printed matter thereon. 

Appellant insists that the word ‘‘imprint,” used in 
claim 1, means something more than printing and 
particularly means that the character of the paper has 
been so changed that alteration is impossible. 

He justifies this conclusion on the theory of the 
right of an applicant to be his own lexicographer, but 
while that statement has been made in decisions, it 
does not mean that an applicant may use certain 
words that have a distinct meaning and then give them 
a distinctly narrower meaning to suit his convenience, 
nor can an applicant establish a particular meaning 
for a word in a specification which has a well known 
meaning by testifying that he intended that word to 
have a difl’erent meaning. 

In his testimony, in answ*er to his eomisel’s question 
as to what he meant by the words “print” and “im¬ 
print,” the appellant said that “imprint” is indelibly 
impressing and “print” w^as just ordinary type or 
characters on a pice of paper. There is nothing in 
the record to justify any such construction, nor does 
counsel cite any authority for such a construction nor 
has any been found. - 

The testimony above referred to furnishes no sup¬ 
port for giving the term “imprint” any construction 
which would limit claim 1 to the particular way in 
which the facsimile signature is placed on the check 
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or afford any ground for holding that the check after 
the facsimile is ‘‘imprinted^’ thereon is no longer jusf; 
a piece of paper with words on it. 

Counsel in his brief makes no special reference to 
claim 5, which purports to be for a process, but it 
would seem to be obviously impatentable. If one 
wanted to draw a check, the obvious way to do would 
seem to be by writing or printing the necessary words 
on a sheet of paper or more conveniently write them 
on a blank ‘ ^ check. There was certainly no inven¬ 
tion in producing the check in the usual manner oi^ 
incorporating in the plate used for printing the name| 
and address, a fascimile-signature plate. 

There is, it is submitted, no ground on which claim 5 
could be held to be patentable. 

CONCLUSION 

It is submitted that the case was properly decided; 
by the District Court and that the Judgment of that 
Court should be affirmed. 

Respectfully, 

W. W. COCHBAN, 

Solicitor, U. S, Patent Office, 

Attorney for Appellee. 

June 1945. 
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